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DETAILED ACTION 



Claim Objections 



1. Claim 25 is objected to because of the following informalities: Claim 25 is dependent on 
claim 25. Appropriate correction is required. The Examiner is assuming that this is a typo and 
Applicant intended claim 25 to be dependent on the immediately preceding claim 24. 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 



A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



3. Claims 1-6, 16-23, 32-39 and 41 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Dubbels, et al (6,222,634). With regard to claim 1, Dubbels discloses a method for printing 
one or more documents. Dubbels discloses receiving an indication from a user to retrieve and 
print the one or more documents without first displaying the one or more documents (column 5, 
lines 37-39). Dubbels further discloses issuing a request to retrieve the one or more documents 
from an associated one or more providers (column 5, lines 56-59). Dubbels further discloses 
receiving content of the one or more documents from the associated one or more providers into a 



Claim Rejections - 35 USC § 102 
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printing module (column 6, lines 1-3). Dubbels further discloses printing the retrieved one or 
more documents from the printing module, without invoking an application associated with the 
one or more documents, or otherwise displaying the one or more documents to the user (column 
6, lines 49-52). 

1. With regard to claim 2, Dubbels discloses the invention as stated in claim 1. Dubbels 
further discloses displaying a web page on a video display for the user, the web page including 
an icon, which when selected by the user, provides an indication to retrieve and print the one or 
more other documents without redirecting the browser or otherwise displaying the one or more 
other documents (column 5, lines 30-33). 

2. With regard to claim 3, Dubbels discloses the invention as stated in claim 2. Dubbels 
further discloses identifying a name and location of the one or more documents from instructions 
associated with the display of the icon (column 5, lines 53-55). Dubbels further discloses 
sending a request to the one or more providers at the identified location to download the one or 
more named documents (column 5, lines 56-59). 

3. With regard to claims 4 and 5, Dubbels discloses the invention as stated in claim 1. 
Dubbels further discloses, in lines 49-52 of column 6, printing the documents using the 
conventional print function that is supplied with the web browser application. This inherently 
means populating one or more memory locations within printing module with document content 
because in order to print said documents using the conventional print function that is supplied 
with the browser application, the printing module must be sent the document content to be 
printed and once said document content is received, said content must be stored in one or more 
memory locations within the printing module. Said conventional print function also inherently 
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must read the document content from printing module memory, interpret the document content 
and send print commands to a print engine for rendering. This is necessary since as each page is 
printed, the print data must be transferred from the printer memory to the print engine and 
rendered. 

4. With regard to claim 6, Dubbels discloses the invention as stated in claim 1 . Dubbels 
further discloses launching an instance of an application associated with the document locally, 
within the printing module, without displaying the application or the retrieved document(s) to the 
user (column 3, lines 59-67). This inherently comprises reading document content from printing 
module memory into the application associated with the document and sending a print 
command(s) from the launched application to a communicatively coupled printing device to 
render the document content from the application, since these are necessary steps for completing 
the print job. 

5. With regard to claim 16, Dubbels discloses the invention as stated in claim 1. Dubbels 
further discloses a storage medium (Main Memory 120, figure 1) comprising a plurality of 
executable instructions (Application Programs 122, figure 1) which, when executed by a host 
processor (Processor 110, figure 1), implements a method according to claim 1. 

6. With regard to claim 17, Dubbels discloses a computer system (element 100, figure 1) 
comprising a memory subsystem (Main Memory 120, figure 1) having stored thereon a plurality 
of executable instructions (Application Programs 122, figure 1) and a processor (Processor 110 
of figure 1), coupled to the memory subsystem, to execute at least a subset of instructions to 
implement the method of claim 1 . 
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7. With regard to claim 18, Dubbels discloses an apparatus (element 100, figure 1) 
comprising an automated print function to generate and issue a request to an operatively coupled 
provider to download one or more requested documents to local memory (column 5, lines 56- 
59), to interpret documents shared within local memory (column 6, lines 1-3), and to print the 
documents on a coupled printing device from local memory (column 6, lines 49-52); and a 
controller (Processor 1 10, figure 1), coupled to the automated print function and responsive to a 
user indication received from a user interface, to selectively invoke an instance of the automated 
print function and print a requested document, without requiring any additional input from the 
user and without first displaying the requested document to the user. 

8. With regard to claim 19, Dubbels discloses the invention as stated in claim 18. Said 
apparatus inherently resides within a user's computer system (see figure 1). Dubbels further 
discloses that the user interface is a web page provided by a provider (column 5, lines 30-32), the 
web page including an iconic selector (column 5, lines 37-39) which, when selected by a user, 
provides the controller with the user indication to invoke the automated print function. 

9. With regard to claim 20, Dubbels discloses the invention as stated in claim 19. Dubbels 
further discloses, that the indication provided by the user interface includes name/identifier and 
location information (URL, column 5, lines 56-59) for one or more identified documents 
associated with the iconic selector. 

10. With regard to claim 21, Dubbels discloses the invention as stated in claim 19. Dubbels 
further discloses that the controller provides the automated print function with the 
name/identifier and location information (URL, column 5, lines 56-59) to generate and issue a 
request to download the identified documents. 
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11. With regard to claim 22, Dubbels discloses the invention as stated in claim 21. Dubbels 
further discloses that the automated print function formats the download request based, at least in 
part, on the identified location of the request documents (column 5, lines 56-59). 

12. With regard to claim 23, Dubbels discloses the invention as stated in claim 21 . Dubbels 
further discloses that the requested documents are downloaded into the local memory (column 3, 
lines 5-6). 

13. With regard to claim 32, Dubbels discloses a storage medium (Main Memory 120, figure 
1) comprising a plurality of executable instructions (Application Programs 122, figure 1) which, 
when executed, implement an automated print function, responsive to a user indication to print a 
document (column 5, lines 36-39), automatically generates and issues a request to a provider of 
the requested document to download the document (column 5, lines 56-59), whereupon the 
automated print function prints the downloaded document on an accessible printing device 
without first displaying the document to the user or requiring any further user interaction 
(column 6, lines 49-52). 

14. With regard to claim 33, Dubbels discloses the invention as stated in claim 32. Dubbels 
further discloses that the automated print function formats the download request based, at least in 
part, on an name/identifier and location (URL, column 5, lines 56-59) of the requested document. 

15. With regard to claim 34, Dubbels discloses the invention as stated in claim 33. Dubbels 
further discloses that the automated print function receives the name/identifier and location 
information from an iconic selector (print button, column 5, line 32) in a user interface (print 
applet 310, column 5, line 31). 





Application/Control Number: 09/495,013 



Page 7 



Art Unit: 2624 

16. With regard to claim 35, Dubbels discloses the invention as stated in claim 34. Dubbels 
further discloses that the automated print function includes an interpretation agent (web page 
parsing and listing mechanism 340, column 6, lines 1-3) which reads and interprets the 
downloaded document without having to invoke an application associated with the downloaded 



17. With regard to claim 36, Dubbels discloses the invention as stated in claim 35. Dubbels 
further discloses a graphical user interface (web browser application 210, figures 2 & 3), 
rendered on a display device (inherently necessary to view the GUI) operatively coupled to a 
printing device, the GU comprising: textual content (HTML, figure 2) and an iconic selector 
(print button, column 5, line 32), associated with a document in an operating system of a host 
device (Operating System 126, figure 1), which when selected by a user provides a print function 
with a name/identifier and location of the associated document (column 5, lines 56-59) causing 
the associated document to be printed (column 6, lines 49-52) without first displaying the 
document to the user. 

18. With regard to claim 37, Dubbels discloses the invention as stated in claim 36. Dubbels 
further discloses that the GUI is a web page (column 5, lines 21-28). 

19. With regard to claim 38, Dubbels discloses the invention as stated in claim 36. Dubbels 
further discloses that the iconic selector is an one-click print iconic selector (column 5, lines 30- 



20. With regard to claim 39, Dubbels discloses the invention as stated in claim 36. Dubbels 
further discloses tertiary iconic selectors (column 5, lines 37-39) which when invoked, direct the 
GUI to display an associated document. 



document. 



33). 
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21. With regard to claim 41, Dubbels discloses an iconic selector (print button, column 5, 
lines 30-33), associated with a document in an operating system of a computing platform, the 
iconic selector comprising: a graphical portion (column 5, lines 21-28), displayed to a user via a 
display device (inherently necessary to display said graphical portion), and a control portion, 
including name/identifier and location information of the associated document (column 5, lines 
56-59), wherein when selected by a user, the control portion issues a command with the 
name/identifier and location information invoking a remote print function to print the associated 
document (column 6, lines 49-52) without displaying the associated document to the user. 

Claim Rejections - 35 USC §103 

22. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action; 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

23. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dubbels in 
view of Herz (6,460,036). With regard to claim 7, Dubbels discloses the invention as stated in 
claim 1. Dubbels does not disclose storing a user profile. Herz teaches, in lines 48-53 of column 
6, constructing a "target profile interest summary for each user" which is equivalent to a user 
profile. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made for the method of Dubbels to store a user profile as taught by Herz. The advantage of 
this modification would be to efficiently organize the distribution of information in a large scale 
system consisting of many users interconnected by means of a communication network. 
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24. With regard to claim 8, Dubbels in view of Herz discloses the invention as stated in claim 
7. Herz further discloses, in lines 30-32 of column 5, that "users' target profile interest 
summaries are automatically updated on a continuing basis to reflect each user's changing 
interests". This is equivalent to updating the user profile with information regarding recently 
printed documents. 

25. Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dubbels in 
view of Logan, et al (5,721,827). Dubbels discloses the invention as stated in claim 8. Dubbels 
does not disclose subsidizing the printing step of a user based, at least in part, on some measured 
attribute calculated from the user profile. Logan teaches a similar method for printing 
documents where, in lines 53-59 of column 26, credit is given to a subscriber based on the 
number of advertisements viewed. This is equivalent to subsidizing the printing based on a 
number of advertisements printed. It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to subsidize the printing step of a user based on a measured 
attribute calculated from the user profile such as a number of advertisements printed. This would 
allow advertisers to be connected to appropriate customers. 

26. Claims 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dubbels in 
view of Herz. With regard to claim 11, Dubbels discloses the invention as stated in claim 1. 
Dubbels does not disclose identifying one or more advertisements for presentation to the user 
and printing one or more advertisements with the one or more retrieved documents. Herz 
teaches, in lines 20-29 of column 40, a method of identifying advertisements for presentation to 
the user. Herz further discloses, in lines 40-45 of column 40, displaying said advertisements to 
the user. This displaying of said advertisements to the user is equivalent to printing 
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advertisements if printing were the chosen method of display as in Dubbels. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to identify one or 
more advertisements for presentation to the user and print one or more advertisement with the 
one or more retrieved documents as taught by Herz. This would allow the selection of just those 
advertisements that the user is most likely to be interested in. 

27. With regard to claim 12, Dubbels in view of Herz discloses the invention as stated in 
claim 1 1 . Herz furthter discloses, in lines 20-29 of column 40, choosing a subset of 
advertisements from a set of advertisements that are associated with a target object X retrieved 
by the user. Therefore, this subset is determined, at least in part, based on a genre of the 
documents requested by the user since target object X is inherently related to some genre. 

28. With regard to claim 13, Dubbels in view of Herz discloses the invention as stated in 
claim 11. Herz further discloses, in lines 31-35 of column 40, selecting a subset of 
advertisements from a set of advertisements whose target profiles are within a threshold 
similarity distance of the target profile of target object X retrieved by the user. Said target 
profile is equivalent to the claimed user profile. 

29. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dubbels. 
Dubbels discloses the invention as stated in claim 1. Dubbels further discloses establishing a 
communication link between the printing device (computer system 100) and the providers 
(network), (column 4, lines 36-49). Dubbels does not disclose determining whether the printing 
device is communicatively coupled to the provider(s) of the requested document(s). However, it 
would have been obvious to one of ordinary skill in the art to perform said determination before 
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establishing the communication link since it would obviously be unnecessary to establish the 
communication link if a connection were already established. 

30. Claims 24-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dubbels in 
view of Herz. With regard to claim 24, Dubbels discloses the invention as stated in claim 23. 
Dubbels does not disclose that the controller requests one or more advertisements from one or 
more providers associated with the requested documents to be printed with the requested 
documents. Herz teaches, in lines 16-20 of column 40, requesting advertisements from a 
provider that is related to the user's request and/or targeted to the user. This is equivalent to 
advertisements associated with the requested documents. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made for the controller to request one or 
more advertisements from one or more providers associated with the requested documents to be 
printed with the requested documents. This would allow just those advertisements that the user 
is most likely to be interested in to be shown to the user. 

31. With regard to claim 25, Dubbels in view of Herz discloses the invention as stated in 
claim 24. Herz further discloses, in lines 31-35 of column 40, selecting a subset of 
advertisements from a set of advertisements whose target profiles are within a threshold 
similarity distance of the target profile of target object X retrieved by the user. Said target 
profile is equivalent to the claimed user profile. 

32. With regard to claim 26, Dubbels in view of Herz discloses the invention as stated in 
claim 25. Herz furthter discloses, in lines 20-29 of column 40, choosing a subset of 
advertisements from a set of advertisements that are associated with a target object X retrieved 
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by the user. Therefore, this subset is determined, at least in part, based on a genre of the 
documents requested by the user since target object X is inherently related to some genre. 

33. Claims 27-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dubbels in 
view of Logan. Dubbels discloses the invention as stated in claim 23. Dubbels does not disclose 
that the controller provides the requesting user with a product subsidy based, at least in part, on a 
measured attribute of the user profile. Logan teaches a similar method for printing documents 
where, in lines 53-59 of column 26, credit is given to a subscriber based on the number of 
advertisements viewed. This is equivalent to providing the requesting user with a product 
subsidy based, at least in part, on a number of advertisements, which is a featured document, 
printed. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to subsidize the printing step of a user based on a measured attribute calculated from 
the user profile such as a number of advertisements printed. This would allow advertisers to be 
connected to appropriate customers. 

34. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dubbels in view 
of Herz. Dubbels discloses the invention as stated in claim 28. Dubbels does not disclose that 
the controller generates commands instructing the coupled printing device to print a product 
coupon. Herz teaches, in lines 43-47, system of delivering articles to a user that the user can 
then print. Herz further teaches, in lines 13-14 of column 60, that coupons can be delivered to 
the user instead of news articles in this system. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made for the controller of Dubbels to generate 
commands instructing the coupled printing device to print a product coupon. The advantage of 
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this modification would be to provide high relevance feedback to advertisers when this coupon is 
used. 

35. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dubbels in view 
of Logan in further view of Yoda (5,515,268). Dubbels in view of Logan discloses the invention 
as stated in claim 28. The combination does not disclose the controller issuing a request to a 
product warehouse causing a product subsidy to be sent to the user. However the combination 
does disclose sending the user a subsidy as described above. And Yoda teaches, in lines 18-23 
of column 3, sending a user a product from a warehouse. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made for the controller to issue a request to 
a product warehouse causing a product subsidy to be sent to the user. This would allow the 
provider to not have to have all the products stored locally. 

36. Claim 42 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dubbels in view 
of Herz. Dubbels discloses the invention as stated in claim 18. Dubbels does not disclose the 
apparatus of claim 18, wherein the local memory further comprises a user profile, wherein the 
controller updates the user profile with at least information regarding document requests. Herz 
teaches, in lines 48-53 of column 6, constructing a "target profile interest summary for each 
user" which is equivalent to a user profile. Herz further discloses, in lines 30-32 of column 5, 
that "users' target profile interest summaries are automatically updated on a continuing basis to 
reflect each user's changing interests". This is equivalent to updating the user profile with 
information regarding document requests. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made for the local memory of Dubbels to further comprise a 
user profile, wherein the controller updates the user profile with at least information regarding 
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document requests. The advantage of this modification would be to efficiently organize the 
distribution of information in a large scale system consisting of many users interconnected by 
means of a communication network. 

37. Claims 15, 31 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dubbels in view of Griebenow, et al. (5,850,520). With regard to claim 15, Dubbels discloses 
the invention as stated in claim 1 . Dubbels does not disclose prompting the user as to whether 
they wish to add the requested documents to an automated periodic printing schedule and 
periodically printing requested documents identified in the periodic printing schedule. 
Griebenow teaches, in lines 25-31 of column 4, creating a print schedule and periodically 
printing documents that a user has requested for periodic printing. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made for the method of Dubbels to 
prompt the user as to whether they wish to add the requested documents to an automated periodic 
printing schedule and periodically print requested documents identified in the periodic printing 
schedule. This would allow users to receive periodicals in a convenient electronic format. 

38. With regard to claim 31, Dubbels discloses the invention as stated in claim 18. Dubbels 
does not disclose prompting the user with an offer to add the requested documents to an 
automated print delivery schedule. Griebenow teaches, in lines 25-31 of column 4, adding 
documents ordered by a user to an automatic print delivery schedule. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to prompt the user 
with an offer to add the requested documents to an automated print delivery schedule. This 
would allow users to receive periodicals in a convenient electronic format. 
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39. With regard to claim 40, Dubbels discloses the invention as stated in claim 36. Dubbels 
does not disclose tertiary iconic selectors, associated with a document, to add the document to an 
automated printing delivery schedule. Dubbels does tertiary iconic selectors (print button, 
column 5, line 32). Griebenow teaches, in lines 25-31 of column 4, adding documents ordered 
by a user to an automatic print delivery schedule. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made for the GUI of Dubbels to comprise tertiary 
iconic selectors, associated with a document, to add the document to an automated printing 
delivery schedule. This would allow users to receive periodicals in a convenient electronic 
format. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin Foster whose telephone number is (703)305-1900. The 
examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on (703)308-7452. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)305-3900. 



Conclusion 
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SUPERVISORY PATENT EXAMINER 
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